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REMARKS 

Claims 1-31 are pending in the application. Claims 11-13, 20, and 27-30 have 
been withdrawn from the application as being directed to a non-elected invention, Therefore, 
claims 1-10, 14-19, 21-26, and 31 are at issue. 

Claim 1 has been amended to recite that the metal can end is a food or 
beverage metal can end. Support can be found in the specification at page 1, lines 21-23. 
Support also can be found in the specification in disclosure relating to retort testing at page 3, 
line 28 through page 4, line 4; page 29, line 29 through page 30, line 5; and pages 37-41 . 
Retort testing is performed on food metal cans ends to duplicate food processing conditions 
and determine the suitability of the metal can end for food contact. 

The abstract is objected to because of a typographical error. Applicants 
submit a substitute abstract correcting this typographical error. It is submitted that the 
objection to the abstract has been overcome and should be withdrawn. 

Claim 2 stand rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite because of a redundant recitation of "for about one to about five minutes". 
Applicants have amended claim 2 to delete the redundant recitation, and therefore have 
overcome this rejection under 35 U.S.C. §112, second paragraph. 

Claim 22 stands rejected under 35 U.S.C. §112, second paragraph, because of 
the recitation of "VM&P naphtha". The examiner contends that the objected to term is a 
trademark or tradename. Applicants traverse this rejection because "VM&P" is not a 
trademark or tradename. 

The term "VM&P naphtha" is a common term used in the art for an aliphatic 
petroleum naphtha having specific properties. As shown in Exhibit A, submitted 
concurrently with this response, a 1976 brochure containing the physical properties of 
common organic solvents includes an entry for VM&P naphtha with a variety of physical 
constants. Exhibit A shows that VM&P naphtha can be properly identified by persons skilled 
in the art. Further, the term is not a trademark, so no question of improper use or dilution is 
present. 
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Because the term VM&P naphtha is commonly used in the art to identify a 
specific aliphatic hydrocarbon having identifiable properties, it is submitted that claims 22 
fully complies with 35 U.S.C. §112, second paragraph, and that the rejection should be 
withdrawn. 

Claims 1-10, 18, 22-26, and 31 stand rejected under 35 U.S.C. §103 as being 
obvious over An et al. U.S. Patent Publication No. 2002/0172760 (760 publication) in view 
of Watt U.S. Patent No. 3,936,557 ('557). Applicants traverse this rejection. 

The present invention is directed to a method of imparting corrosion resistance 
comprising applying a radiation-curable coating composition to a score line on a food or 
beverage metal can end, and curing the composition by exposure to radiation. The 
composition comprises: 

(!) a difunctional compound (elected species is a diepoxy compound), 

(ii) polyfunctional reactive diluent, 

(iii) a cationic photoinitiator (elected species is a sulfonium salt), and 

(iv) up to about 12%, by weight, of a mono functional reactive diluent 
(elected species is an epoxy compound). 

The polyfunctional reactive diluent can be a polyhydroxy compound (see claim 14). 

The 760 publication is directed to a process and apparatus for the repair of a 
protective coating on converted can ends. At paragraph [0031], the 760 publication discloses 
an example of a commercially available radiation curable composition by trademark only. 
The reference contains no further teaching or suggestion with respect to a radiation curable 
coating that can be used in the disclosed method and apparatus. The examiner admits that the 
760 publication fails to teach a radiation curable coating containing (i) through (iv) above, 
and further the 760 publication fails to teach or suggest any component of the radiation- 
curable coating. The 760 publication fails to disclose whether the radiation curable 
composition is suitable for food and beverage can ends, and provides no teaching or 
suggestion as how to design a composition suitable for such use. 

The '557 patent is directed to an epoxide blend for coating compositions. The 
epoxide blend contains a diepoxide and can contain a low viscosity monoepoxide. The blend 
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also can contain a cationic polymerization inhibitor, and can be polymerized through 
irradiation ('557 patent abstract). 

However, the f 557 patent fails to teach or suggest the polyfunctional reactive 
diluent recited in the present claims. Although the examiner contends that a polyglycidyl 
ether is a claimed polyfunctional reactive diluent having at least two functional groups and 
capable of reacting with epoxy or vinyl groups of the difunctional compound. In the present 
application, the difunctional compound is a diepoxy compound, a divinyl compound, or a 
vinyl epoxy compound. The polyglycidyl ether of the '557 patent therefore is a difunctional 
compound, not & polyfunctional reactive diluent as asserted by the examiner. Further, the 
polyglycidyl ether of the '557 patent would not react with the diglycidyl-bisphenol A resins of 
the '557 patent because both compounds contain epoxy groups. Accordingly, the 
polyglycidylether does not fall within the definition of a present polyfunctional reactive 
diluent (see specification, page 16, lines 14-20). 

The '557 patent therefore fails to teach or suggest every element of the 
composition recited in the claims. The 760 publication fails to teach any components of the 
composition recited in the claims. Because the combination of references fails to teach or 
suggest every element of the claims, a combination of the 760 publication and the '557 patent 
can not render the present claims obvious. It is submitted that the rejection therefore is in 
error and should be withdrawn. 

Claims 1-10, 14-19, 21-26, and 31 stand rejected under 35 U.S.C. §103 as 
being obvious over the 760 publication in view of Smith U.S. Patent No. 4,256,828 ('828). 
Applicants traverse this rejection. Applicants traverse this rejection. 

The 760 publication has been discussed above, and as noted, fails to provide 
any information with respect to (a) the components of the composition used as a repair agent, 
(b) whether the repair agent is suitable for food and beverage metal can ends, or (c) the 
components needed to provide a repair agent useful for food and beverage metal can ends. 

The '828 patent is directed to photocopolymeriable compositions containing an 
epoxide of functionally greater than about 1.5, a hydroxyl compound, and a photoinitiator 
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(column 2, lines 23-26). The reference discloses that by altering the number of epoxy 
equivalents in relation to the number of hydroxyl equivalents, the properties of the cured 
compositions are altered ('828 patent, column 2, lines 37-52). 

At column 12, lines 46-65, the '828 patent discloses a variety of uses for the 
cured compositions, including resistant images, offset plates, printed circuitry, decorations, 
stencil marking, and lithography. The '828 patent discloses that the cured compositions can 
be used as a way of a number of substrates including metal, plastic, paper, glass, rubber, 
wood, and ceramics. The '828 patent fails to provide any teaching or suggestion as to 
photocurable compositions suitable for food and beverage metal can ends. 

In view of the sparse teachings of the '760 publication, i.e., a single 
commercial product, and the broad teachings of the '828 patent, a person skilled in the art 
could not pick an choose the components needed to arrive at a food and beverage metal can 
end composition, as presently claimed. Applicants claim a composition suitable for food and 
beverage metal can ends, and show the advantages provided by such metal can ends in the 
specification, i.e., testing desired to show applicability for food and beverage metal can ends, 
such as retort testing, blushing, etc. A person skilled in the art could not arrive at such a 
composition from the teachings of the '760 publication in view of the '828 patent. 

The Court in KSR International Co. v. Tele/lex Inc. et aL y 127 S.Ct, 1727 
(2007) held that a patent composed of several elements is not proved obvious merely by 
demonstrating that each of the elements was, independently, known in the prior art (KSR, 127 
S.Ct. at 1741). The court further emphasized the importance of identifying a reason that 
would have prompted a person of ordinary skill in the relevant field to combine the elements 
in the way the claimed new invention does, which the examiner has not provided (Id., 
emphasis added). 

In addition, applicants respectfully note that MPEP §§2142 and 2143 require 
that the teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on applicants' 
disclosure. In re Vaeck, 947 F.2d 4899 (Fed Cir. 1991). The mere fact that the prior art may 
be modified in the manner suggested by the examiner does not make the modification 
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obvious unless the prior art suggests the desirability of the modification. In re Grodan, 733, 
F.2d at 902, 221 USPQ at 1 127. In re Fritch, 23 USPQ 2 nd 1780, 1783-1784 (Fed. Cir. 
1992). It is impermissible to use the claimed invention as an instruction manual or 
"template" to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. In re Gorman, 933 Fed. 2 nd 982, 987, 18 USPQ 2 nd 1885, 1888 (Fed. Cir. 
1991). In re Fritch, 23 USPQ 2 nd 1780 at 1784 (Fed. Cir. 1992). 

To conclude that a combination of the '760 publication and the f 828 patent 
renders the present claims obvious is speculative and appears to be a hindsight reconstruction 
of the present claims. The 760 publication contains no disclosure that would lead a person of 
skill in the art to use a composition recited in the present claims for use on a food or beverage 
metal can end. The '828 patent is not directed to coatings for food and beverage can ends, 
and fails to provide any teachings or suggestions that would lead a person skilled in the art to 
such a coating. 

It is therefore submitted that the rejection of the present claims as being 
obvious over a combination of the 760 publication and the '858 patent is in error and should 
be withdrawn. 

Claims 1-10, 14-19, 21-26, and 31 stand rejected under 35 U.S.C. §103 as 
being obvious over the 760 publication in view of Koleske U.S. Patent No. 5,043,221 ( f 221). 
Applicants traverse this rejection. 

The 760 publication has been discussed above, and, as noted, fails to provide 
any information with respect to (a) the components of a composition used as a repair agent, 
(b) whether the repair agent is suitable for food and beverage metal can ends, or (c) the 
components needed to provide a repair agent useful for food and beverage can ends. 

The '221 patent is directed to compositions useful as a coating on circuit 
boards, electrical components, specialty metals, ceramics, plastics, and composites (column 
1, lines 62-68). The reference is not remotely related to a composition useful in a method of 
coating food and beverage metal can ends. Rather, the conformed coatings of the '221 patent 
provide enhancement of electrical circuit reliability (column 5, lines 60-62). 
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The properties required to enhance electrical circuit reliability are substantially 
different from the properties required for a food and beverage metal can end coating. For 
example, the '221 patent teaches that the composition had poor adhesion on steel panels, 
thereby making such composition unsuitable for food and beverage metal can ends. This is 
particularly true because coatings of food and beverage metal can ends must demonstrate 
excellent adhesion, i.e., must pass the rigorous retort, adhesion, blush resistance, feathering, 
and gasket damage test required for food and beverage metal can ends. See specification, 
pages 36-44. 

Analogue to the rejection based on the 760 publication in view of '828 patent, 
a rejection based on the '760 publication and the '221 patent fails to teach or suggest persons 
skilled in the art how to modify the disclosed compositions in a way that arrives at the 
presently claimed invention without using the present specification as a template and 
reconstructing the claims by hindsight. 

Therefore, for the reasons set forth above, and for the reasons that the present 
claims would not have been obvious over a combination of the 760 publication and the f 828 
patent, it is submitted that the rejection of the claims under 35 U.S.C. §103 over a 
combination of the 760 p ublication and the '221 patent is in error and should be withdrawn. 

In summary, it is submitted that all pending claims are in a form and condition 
for allowance. An early and favorable action on the merits is respectfully requested. 
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Should the examiner wish to discuss the foregoing, or any matter of form in an 
effort to advance this application toward allowance, the examiner is urged to telephone the 
undersigned at the indicated number. 



Dated: March 30, 2010 



Respectfully submitted 
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James J. Napoli 

Registration No.: 32,361 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicant 
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